
PTO/SB/21 (04-04) 
Approved for use through 07/31/2006. 0MB 0651-0031 
U.S. Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



TRANSMITTAL 
FORM 

[io be used for all correspondence after initial filing) 


Application Number 


09/870.012 


Filing Date 


May 29. 2001 


First Named Inventor 


Chaitan KHOSLA 


Art Unit 


1652 


Examiner Name 


K. Kerr 


Total Number of Pages in This Subnnission 


10 


Attorney Docket Number 


300622000212 



ENCLOSURES {Check all that apply) 



Fee Transmittal Fonm 
Fee Attached 



□ 

□ 

I I Amendment/Reply 

I I After Final 

I [ Affidavits/declaration(s) 
I I Extension of Time Request 
I I Express Abandonment Request 

Qlnfomriation Disclosure Statement (3 
pages) 

□ Certified Copy of Priority 
Document(s) 

□ Response to Missing Parts/ 
Incomplete Application 

□ Response to Missing Parts 
under 37 CFR 1.52 or 1.53 



I I Licensing-related Papers 



I I Drawing(s) 

I I Petition 

□ Petition to Convert to a 
Provisional Application 

□ Power of Attorney, Revocation 
Change of Con-espondence Address 

I [ Tenninal Disclaimer 
[ I Request for Refund 



CD, Number of CD(s) 



Remarks 



□ After Allowance communication 
to Technology Center (TC) 

□ Appeal Communication to Board of 
Appeals and Interferences 

□ Appeal Communication to TC 
(Appeal Notice. Brief, Reply Brief) 

I I Proprietary Information 



□ 
0 



Status Letter 



Other Enclosure(s) (please 
I Identify below): 

Form PTO-1449 (3 pages + 

duplicate) 

66 References 

Return Receipt Postcard 



CUSTOMER NO. 25225 



SIGNATURE OF APPLICANT. ATTORNEY. OR AGENT 



Firm 
or 

Individual name 



MORRISON & FOERSTER LLP 
Kate H. Murashige - 29,959 



Signature 



Date 



November 2004 



I hereby certify that this con-espondence is being deposited with the U.S. Postal Service with sufficient postage as First Class Mail, in 
an envelope addressed to: MS Amendment, Commissioner for Patents, P.O. Box 1450. Alexandria, VA 22313-1450, on the date 



shown below. 
Dated: // ^ -OV 



Signature}. 



. (Rhea Amid) 



sd-227629 




PATENT 
Docket No. 300622000212 



CERTIFICATE OF MAILING BY "FIRST CLASS MAIL" 

I hereby certify that this correspondence Is being deposited with the United States Postal Service with sufTicient postage as first class mail in an 
envelope addressed to: MS Amendment, Commissioner for Patents, P.O. Box 1450, Alexandria, Virginia 22313-1450, on November . 
2004. 



. ^k^^ ^^^^ 



Rhea Amid 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In the application of: 

Chaitan KHOSLA et al. 

Serial No.: 09/870,012 

Filing Date: May 29, 2001 

For: METHODS TO PREPARE 

ANTIBIOTICS USING MUTANT 
SACCHAROPOLYSPORA ERYTHRAEA 
HOST CELLS SUPPLIED WITH 
MACROLACTONES (AS AMENDED) 



Examiner: K. Kerr, Ph.D. 
Group Art Unit: 1652 



SUPPLEMENTAL INFORMATION DISCLOSURE 
STATEMENT UNDER 37 C.F.R. § 1.97 & 1.98 



MS Amendment 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
Dear Sir: 



Pursuant to 37 C.F.R. § 1 .97 and § 1 .98, Applicants submit for consideration in the 
above-identified application the documents listed on the attached Form PTO-1449. Copies of the 
documents are submitted herewith. The Examiner is requested to make these documents of 
record in the application. 



sd-226821 



This Information Disclosure Statement is submitted: 

I I With the application; accordingly, no fee or separate requirements are required. 

^ Before the mailing of a first Office Action after the filing of a Request for Continued 

Examination under § 1.114. However, if applicable, a certification under 37 C.F.R. § 

1 .97(e)(1) has been provided. 
I I Within three months of the application filing date or before mailing of a first Office 

Action on the merits; accordingly, no fee or separate requirements are required. 

However, if applicable, a certification under 37 C.F.R. § 1.97(e)(1) has been provided. 
n After receipt of a first Office Action on the merits but before mailing of a final Office 

Action or Notice of Allowance. 

I I A fee is required. A check in the amount of is enclosed. 

I I A fee is required. Accordingly, a Fee Transmittal form (PTO/SB/1 7) is attached 

to this submission in duplicate. 
I I A Certification under 37 C.F.R. § 1.97(e) is provided above; accordingly; no fee 

is believed to be due. 

I I After mailing of a final Office Action or Notice of Allowance, but before payment of the 
issue fee. 

I I A Certification under 37 C.F.R. § 1 .97(e) is provided above and a check in the 

amount of is enclosed. 

n A Certification under 37 C.F.R. § 1.97(e) is provided above and a Fee Transmittal 

form (PTO/SB/1 7 is attached to this submission in duplicate.) 

Applicants would appreciate the Examiner initialing and returning the Form PTO-1449, 
indicating that the information has been considered and made of record herein. 

The information contained in this Information Disclosure Statement under 
37 C.F.R. § 1 .97 and § 1 .98 is not to be construed as a representation that: (i) a complete search 
has been made; (ii) additional information material to the examination of this application does 
not exist; (iii) the information, protocols, results and the like reported by third parties are 
accurate or enabling; or (iv) the above information constitutes prior art to the subject invention. 



sd-226821 



2 



Serial No. 09/870,012 
Docket No. 300622000212 



In the unlikely event that the transmittal form is separated from this document and the 
Patent Office determines that an extension and/or other relief (such as payment of a fee under 37 
C.F.R. §1 .17(p)) is required, Applicants petition for any required relief including extensions of 
time and authorize the Commissioner to charge the cost of such petitions and/or other fees due in 
connection with the filing of this document to Deposit Account No> 03-1952 referencing 
300622000212 . However, the Commissioner is not authorized to charge the cost of the issue fee 
to the Deposit Account. 



Dated: November^, 2004 



Respectfully submitted. 



By: _^^^^^^^^j_\u^^ 
Kate H. Murashige 
Registration No. 29,959 

Morrison & FoerstertLP 
3811 Valley Centre Drive 
Suite 500 

San Diego, California 92130-2332 
Telephone: (858) 720-5112 
Facsimile: (858)720-5125 



sd-226821 



3 



Serial No. 09/870,012 
Docket No. 300622000212 



PTO/SB/08 (2-92) 
Sheet 1 of 3 



Form PTO-1449 








Docket Number 300622000212 


Application Number 09/870,012 


INFORMATION DISCLOSURE CITATION 
IN AN APPLICATION 




Applicant 


Chaitan ICHOSLA et al. 






/O 'vW^^ severa/ sheets if necessary) 




Filing Date May 29, 2001 


Group Art Unit 1652 












Mailing Date November 2004 




























U.S. PATENT DOCUMENTS 










Examiner 
Initials 


Ref. 
Nq.. 


Date 


Document No. 


Name 


Class 


Subclass 


Filing Date If 
Appropriate 




1. 


1 1/1985 


4,551,433 


DeBoer 


/IT c 


OCT 

2D3 






2. 


10/1989 


4,874,748 


Katz et al. 


D 14 


z9 






3. 


06/1990 


4,935,340 


Baltz et al. 


4i!) 


o 






4. 


1 1/1991 


5,063,155 


Cox et al. 


/I '5 ^ 

4ij 


/O 






5. 


03/1992 


5,098,837 


Beckmann et al. 


43 D 


1 /z.3 






6. 


09/1992 


5,149,639 


Katz et al. 


43 J 


/o 






7. 


12/1992 


5,168,052 


Cox et al. 


43 J 


/Z 






8. 


10/1993 


5,252,474 


Gewain et al. 


/I '2 ^ 

43!) 


1 /z.3 






9. 


05/1996 


5,514,544 


Rao et al. 


43 d 


6 






10. 


01/1998 


5,712,146 


Khosla et al. 


435 


252.35 






11. 


12/1999 


6,004,787 


Katz et al. 


435 


183 






12. 


05/2000 


6,060,234 


Katz et al. 


435 


4 






13. 


05/2000 


6,063,561 


Katz et al. 


435 


4 






14. 


05/2000 


6,066,721 


Khosla et al. 


536 


23.1 






15. 


06/2000 


6,080,555 


Khosla et al. 


435 


41 






16. 


03/2001 


6,200,813 


Katz et al. 


435 


477 






17. 


08/2001 


6,271,255 


Leadlay et al. 


514 


450 




FOREIGN PATENT DOCUMENTS 


Examiner 
Initials 


Ref 
No. 


Date 


Document No. 


Country 


Class 


Subclass 


Translation 
YES NO 




18. 


08/1997 


EP 791655 


Europe 












19. 


08/1997 


EP 791656 


Europe 












20. 


12/1996 


WO 96/40968 


WIPO 












21. 


01/1998 


WO 98/01546 


WIPO 












EXAMINER: 


DATE CONSIDERED: 


EXAMINER: Initial if citation considered, whether or not the citation conforms with MPEP 609. Draw a line through the citation if not in 
conformance and not considered. Include a copy of this form with next communication to applicant. 



PTO/SB/ 08 (2-92) Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 

sd- 226555 



PTO/SB/08 (2-92) 
Sheet 2 of 3 



Form PTO-1449 


Docket Number 300622000212 


Application Number 09/870,0 1 2 


^^-slgfQRMATION DISCLOSURE CITATION 
^ IN AN APPLICATION 

M ^^'^ several sheets if necessary) 


Applicant 

Chaitan KHOSLA et aL 


Filing Date May 29, 2001 


Group Art Unit 1652 


Mailing Date November 2004 



01/1998 



WO 98/01571 



WlPO 



OTHER DOCUMENTS (including author, title, Date, Pertinent Pages, Etc.) 



Examiner 
Initials 


Ref. 
No. 


Title 




23. 


Brown et al., J. Chem. Soc. Chem. Commun. (1995) 15:1517-1518 




24. 


Cane et al., J. Antibiotics (1995) 48:647-651 




25. 


Cortes et al., Science ( 1 995) 268: 1 487-1 489 




26. 


Dalbie-McFarland et al., Proc. Natl. Acad. Sci. USA (1982) 79:6409 




27. 


Donadio et al., Industrial Microorganism, Basic and Applied Molecular Genetics, R. H. Baltz, G.D. 
Hegeman and PIL. Skatrud (eds) (Amer. Soc. Microbial.), Washington, D.C. (1993) pp. 257-265 




28. 


Evans et al., J. Am. Chem. Soc. (1992) 1 14:9434-9453 




29. 


Floss, Tetrahydron (1991) 47(31 ):6045-6058 




30. 


Fu, Biochemistry (1994) 33(3 1):932 1-9326 




31. 


Geisselsoder et al., BioTechniques (1987) 5:786 




32. 


Gordon et al., Acc. Chem. Res. (1996) 29(3): 144-1 54 




33. 


Hamilton et al., J. Bacteriol. (1989) 171:4617 




34. 


Hershberger et al. (1989) "Genetics and Molecular Biology of Industrial Microorganisms," Am. Soc. 
for Microbiol. (Washington, DC) pp. 68-84 




35. 


Hopwood et al., Phil. Trans. R. Soc. Lond. B (1989) 324:549-562 




36. 


Hutchinson, Bio/Technology ( 1 994) 12:375-380 




37. 


Ireland etal., J. Org. Chem. (1980) 45:1868-1880 




38. 


Jay et al., J. Biol. Chem. (1984) 259:631 1-6317 




39. 


Kao et al., J. Am. Chem. Soc. (1994) 16:1 1612-1 1613 




40. 


Katz et al., Ann. Review Microbiol. (1993) 47:875-912 




41. 


Khoslaetal., Molec. Microbiol. (1992) 6(12):3237-3249 




42. 


Khoslaetal., Tibtech (1996) 14:335-341 




43. 


Kim et al., J. of Bacteriology (1995) 177(5): 1202- 1207 




44. 


Kunkel, Proc. Natl. Acad. Sci. USA (1985) 82:488 




45. 


Lambalot et al., J. Antibiotics ( 1 992) 45 : 1 98 1 - 1 982 



EXAMINER: 



DATE CONSIDERED: 



EXAMINER: Initial if citation considered, whether or not the citation conforms with MPEP 609. Draw a line through the citation if not in 
conformance and not considered. Include a copy of this form with next communication to applicant. 



PTO/SB/08 (2-92) 
sd- 226555 



Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



PTO/SB/08 (2-92) 
Sheets of 3 



Form PTO-1449 

INFORMATION DISCLOSURE CITATION 
iCV^'^^ IN AN APPLICATION 

^\ (Use several sheets if necessary) 


Docket Number 300622000212 


Application Number 09/870,012 


Applicant 

Chaitan KHOSLA et al. 


Filing Date May 29, 2001 


Group Art Unit 1652 


Mailing Date November ^ 2004 





46. 


Lehreretal J Immun Meth 0991) 137 167-173 

M^\^ 111 KAm. m y %M m AllllllVlll* W VI 1 • I A ^ ^ M. t M. ^ 1 • 1. \J / If ^ 




47. 


Maloartida et al Nature 0987) 325(6 107V8 18-821 




48. 


Marsden et al Science ( 1 998"^ 279- 1 99-202 




49. 


Martin etal J Am Chem Soc C1997'l 1 19*3193 




50. 


Masamune et al J Am Chem Soc 0975197*3512-3513 




51. 


Masumoto et al Tetrohedron Lett ('1988'! 29*3575 




52. 


McAloine et al The Journal of Antibiotics 40f8Vl 1 15-1 122 




53. 


McDaniel etal Science (1993) 262-1546-1550 




54. 


Perun Drue Action and Drue Resistance in Bacteria Vol 1 S Mitsuhashi Ted Univ Park Press 

M. Wl V4 1 1 ^ I u 1 & V V I VI I Wl 1 VI Xif^ 1 V4 AX.W 1 kj VVll 1 WW 111 1^\JL\^ Vwl I Vl-^ T \J i * J ^ • 1 T 1 1 V^ Vt 1 1 WOl 1 1 I WVf * j 1 1 1 V ■ A vll IV J. I WhJk7^ 

Baltimore, 1977 




55. 


Roberts et al., Biochem. Soc. Transactions (1992) 21 :32S 




56. 


Roberts et al., Eur. J. Biochem. (1993) 214:305-31 1 




57. 


Robinson, Phil. Trans. R. Soc. Lond. B (1991) 332:107-1 14 




58. 


Rohr, Angew. Chem. Int. Ed. Engl. (1995) 34(8):881-886 




59. 


Ruan et al., J. of Bacteriology (1997) 79(20):64 16-6425 




60. 


Strohl et a!.. Molecular Microbiology (1992) 6(2): 147- 152 




61. 


Strohl et al.. Society of Industrial Microbiology (1991) 7:163-174 




62. 


Toshima et al., J. Am. Chem. Soc. (1995) 117:3717 




63. 


Tsoi et al.. Chemistry & Biology (1995) 2:355-362 




64. 


Tuan et al.. Gene (1990) 90:21 




65. 


Vedejsetal., J. Am. Chem. Soc. (1987) 109:5437-5446 




66. 


Vedejs et al., J. Am. Chem. Soc. (1989) 1 1 1 :8430-8438 



EXAMINER: 



DATE CONSIDERED: 



EXAMINER: Initial if citation considered, whether or not the citation conforms with MPEP 609. Draw a line through the citation if not in 
conformance and not considered. Include a copy of this form with next communication to applicant. 



PTO/SB/08 (2-92) 
sd- 226555 



Patent and Trademark Office; U.S. DEPARTMENT OF COMMERCE 



